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With the introduction of the TM Amendment Bill, 2009, the benefits of Madrid
Protocol, which enables the nationals of the Member countries of the Protocol
to obtain protection of trade marks within the prescnbed perzod of 18 months
by filing a single application with one.fee and in one language iri their country.
of origin, will be available to Indian nationals who seeks an international
registration in different countries. The Author analyses the different provisions
of the Bill and emphasizes that the amendment will sunphfy the trade mark

reglstratlon procedure currently prevalent in India.
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: reglstratlon procedure currently
-prevalentrln India. Currently, for

apphcatlons for registration have to
be filed in each and every country,
often in. different languages and by
paying dlfferent fees. Once the Act
is notified,. Indians and Indian

companies seekmg global trade |
mark registration can do so vide a*
single. apphca’uon with ‘enhanced”
reduction in cost which would be |
made possxble by India’s accession

*

16 Amendment B111 is.
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in different countries, separate.
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The need for the Trade Marks
(Amendment) Bx]l 2009 came forth in

Cabinet g1v1ng its pnn01p1e approval :

for Indlas accession to.the Madrid
System concerning the International
Registration ‘of Marks. At that time .

initiate - action for the acces: jon and.- -
agreed to. mtroduce a B111-t in’
'Parhament : '

The Madrld System for Internatmnal»a
Registration of marks may be used
only by a natural person or a legal :
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entrty whxch has a real and effectwe
industrial - or. commermal'
estabhshment in, or 1s .dormcﬂed m ,
or is a national of, a’ci
is party to the: Agreement or the:.
Protocol, or who has such an’
establishment in, or is dorrucﬂed ‘in;
the territory of an Intergovemmental_
organisation which is a party to the:
Protocol, oris.a natlonal ofa member

state-of such an- orgamsatxon

The Madrid Systém which prov1desz
one single procedure “for the
registration of a ‘mark in severalf‘_
temtones is governed by two treaties

“the * Madrld Agreement;f’

Concermng “International
Registration of Marks ‘of 1891 -and
““Protocol Relating to the Madrid
Agreement Concermng Intematlonal k

Registration of Marks” of 1996. Both'|-

the agreement and the protocol deal

with-the International-System for |

Reglstratlon of* Trade Marks and are

(WIPO) Any coun ry
v ,member of the Par:s.:

WIPO can accede to either'the.

Protocol or- both:: - SR
India has decided to accede to the’
Madrid Protocol” adopted in.1989:
which introduced: certain new
provisions into-the Madrid System
aimed at removing chfﬁcultles which
prevented certain countries:from
adhering to the Madrid Agreement,

1891. Some of the major differences
are that under the . Protocol
Inteérnational: Reglstratlon of Trade
Marks can be- based upon national
applications or -mational
registrations whereas under the .
Agreement, - an - international
application can be based only- upon
a registration in the Office of origin.

The Madrid Protocol also bestows the-

elect for a period of 18 months or an’

ceases to’ hav

period,.  the

Registration of Trade Mark will no
freedom on contracting states to. longer be protected Smnlarly, where

even longer perlod in the case ‘of
opposition within which to declare -
wh ther protectlon ‘can:be granted

.Madrld Agreement thlS pCI‘lOd;lS
: hrmted to one year. '

Madl’ld{ reglstratlons enjoy the right

of priority provided for by Article 4°of
“the Paris Convention: Therefore, the
Madrid. System enables trade mark
| owners-to" beneflt from the pnorlty
‘attached to their national filings -
1-without ms‘otutmg separate naﬂonal
Ailings. - .

The" am’:’ndment prov1des for the .
irecogm ‘on of mternatlonal prlorxty

' Mark law as requlred by the: Madrid
System.  The date on which an

application 4§ filed with_ the:
Appllcant’s natmnal off1ce 1s

|ap, 11cat10nwls not recelved by WIPO :
,Wlthm two months or if it is not

| complete, the: Madrld Te 1strat10n'
Madrid- Agreement or the Madrld .‘bearps the' date ot w}gnch the

T apphcatlon 1s recelved or. made

complete

'Under ‘the Madrld Protocol unhke

fthe Madrld “Agreement, ~an

»Internatlonal Reglstratlon of Trade
‘Mark remains dependent on the

mark regxstered or apphed for in the
office of origin for a period of five
years . from - the - date of its
reglstratlon/ apphcatlon. f, and to
the extent that, the basic reglstrauon

through cancellatlon follow' "g a

~decision of the offlce of origin or a

court or voluntary ‘cancellation- or
non-renewal within this five year
‘International

the Internatxonal Reglstratlon of
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transfer of o_wnership of trade marks
has also.been amended. Earljer, the
Apphcants, ‘along . with

to provide the proof of title. After the
current amendment, the Registrar

may require the Applicant to furnish

evidence or further evidence in proof
of title only where there is a
reasonable doubt about the veracxty
of any statement or document
furnished.

Amongst other changes that have
been approved is the omission-of

~the.
application to record transfer had -

“Chapter X of the Act which dealt

with special provisions for textile
goods which have.now beécome

redundant. In the related context, a

proposed amendment to the Trade
Marks - Rules . is: .also: being
promulgated which is to recognise
the current classification of goods
under the - gtn. edition of Nice
Class1f1cat10n This would mtroduce
further new classes of services. The
current 9% edition- of - Nice

Classification comprises 34 classes

for goods and 11-classes for services.
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