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With the introduction of the TM Amendment Bill, 2009, the benefits of Madrid
Protocol, which enables the nationals of the Member countries of the Protocol
to obtain protection of trade marks within the prescnbed perzod of 18 months
by filing a single application with one.fee and in one language iri their country.
of origin, will be available to Indian nationals who seeks an international
registration in different countries. The Author analyses the different provisions
of the Bill and emphasizes that the amendment will sunphfy the trade mark

reglstratlon procedure currently prevalent in India.
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The need for the Trade Marks
(Amendment) Bx]l 2009 came forth in

Cabinet g1v1ng its pnn01p1e approval :

for Indlas accession to.the Madrid
System concerning the International
Registration ‘of Marks. At that time .

initiate - action for the acces: jon and.- -
agreed to. mtroduce a B111-t in’
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estabhshment in, or 1s .dormcﬂed m ,
or is a national of, a’ci
is party to the: Agreement or the:.
Protocol, or who has such an’
establishment in, or is dorrucﬂed ‘in;
the territory of an Intergovemmental_
organisation which is a party to the:
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The Madrid Systém which prov1desz
one single procedure “for the
registration of a ‘mark in severalf‘_
temtones is governed by two treaties

“the * Madrld Agreement;f’

Concermng “International
Registration of Marks ‘of 1891 -and
““Protocol Relating to the Madrid
Agreement Concermng Intematlonal k

Registration of Marks” of 1996. Both'|-

the agreement and the protocol deal

with-the International-System for |

Reglstratlon of* Trade Marks and are

(WIPO) Any coun ry
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India has decided to accede to the’
Madrid Protocol” adopted in.1989:
which introduced: certain new
provisions into-the Madrid System
aimed at removing chfﬁcultles which
prevented certain countries:from
adhering to the Madrid Agreement,

1891. Some of the major differences
are that under the . Protocol
Inteérnational: Reglstratlon of Trade
Marks can be- based upon national
applications or -mational
registrations whereas under the .
Agreement, - an - international
application can be based only- upon
a registration in the Office of origin.
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Madl’ld{ reglstratlons enjoy the right

of priority provided for by Article 4°of
“the Paris Convention: Therefore, the
Madrid. System enables trade mark
| owners-to" beneflt from the pnorlty
‘attached to their national filings -
1-without ms‘otutmg separate naﬂonal
Ailings. - .
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irecogm ‘on of mternatlonal prlorxty

' Mark law as requlred by the: Madrid
System.  The date on which an

application 4§ filed with_ the:
Appllcant’s natmnal off1ce 1s

|ap, 11cat10nwls not recelved by WIPO :
,Wlthm two months or if it is not

| complete, the: Madrld Te 1strat10n'
Madrid- Agreement or the Madrld .‘bearps the' date ot w}gnch the

T apphcatlon 1s recelved or. made

complete

'Under ‘the Madrld Protocol unhke

fthe Madrld “Agreement, ~an

»Internatlonal Reglstratlon of Trade
‘Mark remains dependent on the

mark regxstered or apphed for in the
office of origin for a period of five
years . from - the - date of its
reglstratlon/ apphcatlon. f, and to
the extent that, the basic reglstrauon

through cancellatlon follow' "g a

~decision of the offlce of origin or a

court or voluntary ‘cancellation- or
non-renewal within this five year
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