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granted to the mark in its"z

< (iii) : Office: of - ach contracting
- party may receive higher fc fees than
~-under the Agreement; .

(iv) ‘an mtemaﬂqna] reglstratmn
“which is

“owing to‘the refusal of the basic

application. or cancellation of |-
" registration within five years from |
:the ‘date. of ‘the international |

registration,’ may ‘be trans formed
nto .mational  (or reg onal)
applications in’the respective
contracting  parties in which the

icelled at' the requiest | ne
of the ‘office of origin, for  instance

international registration: had ‘| be

effect, each benefiting from the
date: of ' the' international
registration and where applicable,
its priority date;’* this mechanism

.does ‘not exist under: the: Mad d | 1i

~Agreement

3. A Brief Descxiption of thc' n

System
An-application :for mternatmnal

registration must be presented to the |

International Bureau through the

office of origin.'* The application may |

designate one or more contracting
parties in which the mark is to be
protected. Subsequently, ‘more
contracting * parties. ‘may - be
designated.’®

WIPO,. upon receipt of Madrid
application, enters the information
in its database and determines
whether the applicable Madrid filing

in the designated contracting party
is taken as’ g}-anted 18 In' contrast to
the’ Agreement ‘which. establishes a 3
strict: 12-month" penod for noufymg
WIPO of a refusal,! the Protocol
allows a natidnal office of up to
18 moriths to consider a request for
national ‘extension 'if a-declaration
is ade to that effect.*® This period
of time may be extended in countries
having an opposition system if,
within the initial elghteen month
penod the office nouﬁes W'lPO of the

12 Protocol, supra note 8, Art. 5(2) (b) and (c).

18 Agreement, supra note 8, ‘Art, 5(2),

14 Protocol, supra note 8, Art. 9 quinquies.

15 Agreement, supra note 8, Art. 1(2) and Protocol supra note 8, Art. 2(2).

16 Agreement, supra note 8, 'Art. 3ter and Protocol, supra: notes /Art. 3ter. .

17 Agreement, supra note 8, Art. 4(1). and Protocol, supra:note 8, Art. 4(1).

18 Agreement, supra note 8, Art. 5(5) and Protocol, supra note 8, Art. 4(1) and 5(5).

19 Agreement, supra note 8, Art. 5(2).
20 - Protocol, supra note 8, Art, 5(2)(b).
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inlerhationél
registration. .attains: a . status;
independent of the basxc regisn-auon

- or b




__not complete the Madnd‘reglstra’uon S
bears the  date- on " which: ‘the
. apphcatlon 1_» reeewed or mad

: complete 82
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Madrid System and Indian Trade Mark Owners : F7

cogent but flexible considerations as
it needs to be modulated to. the legal
and economic:milieu in each state
. The Madrid:System shall. by
only.if it is beneficial over: ﬂlmg at

nahonal ‘and ‘regional trade mark |
offices. It may be noted that the |*

benefits of the System ‘cannot. be

realised if the mark ;encounters
. strong objections. in designated |

countries;® If a.mark-is

i junsdictions

creatmg Intellectual Property

~Holding - Companies - (IPHC).*

The creation of IPHC ‘shall inter
alia, consider factors such as tax

-planning® and admimstratwe
- synergies.%” IPHC shall not be

made a mere passive owner. of IP

- asnon-use of IP is a valid ground

for .- revocation . in

some

(ii) Thresh Level f r

‘the Applicant must designate alocal 1

representative - < ~and: pay
representation fees. Further; some
jurisdictions: «require  showing
secondary: meaning or.‘acquired
-distinctiveness - for: - obtaining
registration. If chosen; the following
aspects 'shall ‘be considered by
Indian trade mark owners: for using
the System' .

(i) “Creation: of Intellectual

Property Holding Companles;

~{(IPHC)

Madrid System requires both ‘the |

Applicant and assignee to have
“‘real and effectwe 1ndustr(al or
. commercial in’the

Protection in the Office of

.. Origin

The: threshold level fcr grantmg

‘i protection vanes from one state to

another: ‘This ‘is’a vital ‘factor for
choosing the office ‘of origin
considering " the provision “ of
“central attack” under the Madrid
System. If the office of origin is a
signatory to the Protocol, then the
Applicant can ‘make use of the
“transformation” provision under
the Protocol.® However, such a
provision does ot exist under the
Agreement In.other' words, when

‘an Indian trade mark owner

office of origin and countries |

intended to be designated 3%
‘Hence, Indian trade mark owners
can take advantage of the System
~ only if it shows real and effective
industrial * ‘or ' commercial
establishment in member states
where protection is sought using
the System. The most effective way
to satisfy this' criterion is by

“anti strong
" his trade mark, it is not advnsab]e

to file in anoffice of origin .which
i a party only to the Agreement
‘and ‘maintains a high threshold
criterion for granting protection.
Thus, the status of office of origin
is -a. pertinent factor ‘in the
evaluation of threshold for
granting protection in an office of
origin:

32" Agreement, supra note 8, Art, 3(4) and Protocol, supra note 8; Art. 3(4).
33 For instance, Japan which is party to the Madrid Protocol is known to have lengthy

opposition procedures.

34 . Agreément, supra note 8, Art; 1(3) and Protocol, supra note 8; Art. 2(1)..
35 According to this business miodel, a separate company is created for holding the

Intellectual Property assets.

36 For instance, if the tax structurs allows fordeduction of dividends from taxable

.. Income, the ‘parent company, for reducing the tax burden, may funnel back the
ncome of the subsidiary in the form of dividends.

37 For example, It has to be evaluated whether an IPHC; as a specialised entity, he!ps
\in-accurate calculation of cost/benefit analysis of IP holdings.

38 Protocol, supra note 8, Art. 9 quinquies.
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